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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kometani et al (5,720,790), in view of Peng (6,864,195 B2). 

Kometani et al disclose a filter element (100) comprising a filter media (1 10) 
having filter face portions and at least one side portion joined thereto by a corner 
portion, a seal (220) or gasket having a bendable contact portion (see 233 in Fig. 26) 
and homogeneously formed unitarily with the solid resilient material, and the seal being 
formed directly integrally on the filter media (see Abstract, Figs. 7-10, 18-20, 23-29, col. 
3, line 53 through col. 4, line 13, col. 4, lines 25-38 and lines 46-54, col. 8, lines 1-9). 
Claims 1-25 differ from the disclosure of Kometani et al in that the seal is formed of 
thermoplastic material which is a thermoplastic elastomers (TPE). Peng discloses a 
seal or gasket material being made of TPE or thermoplastic elastomers (col. 3, lines 14- 
33, col. 4, lines 24-32) made of particles embedded in ethylene-propylene terpolymer, 
wherein these materials have found utility in many applications which previously used 
vulcanized rubber, e.g. hose, gaskets , and the like (col. 4, lines 19-32). Peng further 
discloses TPO is well-known to be useful in producing gaskets or seals through 
conventional extrusion, calendaring or injection molding processes (see col. 3, lines 14- 
17). It is inherently understood that TPO is used in the production of filter element with 
sealing or gasket means via injection molding process. It would have been obvious to a 
person having ordinary skill in the art at the time the invention was made to provide 
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thermoplastic elastomers as taught by Peng as the seal in the filtering apparatus of 
Kometani et al since it is well-known in the art that TPE produces finished articles 
having resilient rubber-like properties without the need for vulcanizing cure of the 
finished articles (col. 3, lines 26-28). 

Double Patenting 

Claims 1, 3, 5, 6, 8-10 and 12-18 of this application again conflict with claims 1, 
4, 5, 7-9 and 11-16 of Application No. 10/404,109. 37 CFR 1 .78(b) provides that when 
two or more applications filed by the same applicant contain conflicting claims, 
elimination of such claims from all but one application may be required in the absence 
of good and sufficient reason for their retention during pendency in more than one 
application. Applicant is required to either cancel the conflicting claims from all but one 
application or maintain a clear line of demarcation between the applications. See 
MPEP § 822. 

Response to Arguments 

Applicant's arguments filed on December 20, 2005 have been fully considered 
but they are not persuasive. 

Applicant argues that the primary reference Kometani et al does not disclose the 
seal portion being a solid resilient thermoplastic material. The Examiner still maintain 
Kometani et al as the primary reference and re-introduces Peng as the secondary 
reference in combination with Kometani et al under the 103 rejections to show: 
Kometani et al disclose a filter element (100) comprising a filter media (110) having filter 
face portions and at least one side portion joined thereto by a corner portion, a seal 



Application/Control Number: 10/762,240 Page 4 

Art Unit: 1724 

(220) or gasket having a bendable contact portion (see 233 in Fig. 26) and 
homogeneously formed unitarily with the solid resilient material, and the seal being 
formed directly integrally on the filter media (see Abstract, Figs. 7-10, 18-20, 23-29, col. 
3, line 53 through col. 4, line 13, col. 4, lines 25-38 and lines 46-54, col. 8, lines 1-9). 
Claims 1-25 differ from the disclosure of Kometani et al in that the seal is formed of 
thermoplastic material. Peng discloses a seal or gasket material being made of TPE or 
thermoplastic elastomers (col. 3, lines 14-33, col. 4, lines 24-32) made of particles 
embedded in ethylene-propylene terpolymer, wherein these materials have found utility 
in many applications which previously used vulcanized rubber, e.g. hose, gaskets , and 
the like (col. 4, lines 19-32). Peng further discloses TPO is well-known to be useful in 
producing gaskets or seals through conventional extrusion, calendaring or injection 
molding processes (see col. 3, lines 14-17). It is inherently understood that TPO is 
used in the production of filter element with sealing or gasket means via injection 
molding process. It would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to provide thermoplastic elastomers as taught by 
Peng as the seal in the filtering apparatus of Kometani et al since it is well-known in the 
art that TPE produces finished articles having resilient rubber-like properties without the 
need for vulcanizing cure of the finished articles (col. 3, lines 26-28). 

In response to applicant's argument that the Peng reference is nonanalogous art, 
it has been held that a prior art reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
applicant was concerned, in order to be relied upon as a basis for rejection of the 
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claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
1992). In this case, Peng discloses a seal or gasket material being made of TPE or 
thermoplastic elastomers (col. 3, lines 14-33, col. 4, lines 24-32) made of particles 
embedded in ethylene-propylene terpolymer, wherein these materials have found utility 
in many applications which previously used vulcanized rubber, e.g. hose, gaskets , and 
the like (col. 4, lines 19-32). Peng further discloses TPO is well-known to be useful in 
producing gaskets or seals through conventional extrusion, calendaring or injection 
molding processes (see col. 3, lines 14-17). It is inherently understood that TPO is 
used in the production of filter element with sealing or gasket means via injection 
molding process. 

Regarding to the double patenting issue, there is no difference between a "solid 
resilient thermoplastic material" and a "cell-less resilient thermoplastic material" since 
thermoplastic material is very well-known and widely used in sealing or gasket material. 
Therefore, the double patenting rejection is proper and hereby made final. 

Applicant's arguments with respect to claims 1-25 have been thoroughly 
considered but are moot in view of the new ground(s) of rejection, as discussed above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Minh-Chau T. Pham whose telephone number is (571 ) 
272-1 163. The examiner can normally be reached on Mon/Tues/Thur/Fri 7:00 am - 
5:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on (571 ) 272-1 166. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Minh-Chau Pham 
Patent Examiner 
Art Unit: 1724 
February 23, 2006 



